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SUPPLEMENTAL PAPER RELATING TO REQUEST FOR RECONSIDERATION 
OF PATENT TERM ADJUSTMENT, FILED DECEMBER 15, 2008 



Reference is made to the Request for Reconsideration of Patent Term Adjustment (PTA) 
under 37 C.F.R. §§ 1.705(b)-(d), filed in the above-referenced case on December 15, 2008 ("the 
Request"). That request petitions for 38 days of patent term adjustment to be added to the patent 
term in light of the ruling in Wyeth v. Dudas, 580 F. Supp. 2d 138; 2008 U.S. Dist. LEXIS 
76063; 88 U.S.P.Q.2D (BNA) 1538. 

The Request was timely filed under 37 C.F.R. § 1.705(d) as it was submitted to the 
USPTO within two months of the issue date (October 21, 2008) of the above U.S. Patent ( "the 
'910 patent") and Patentee could not have raised the issue prior to payment of the issue fee 
because the Wyeth case was decided on September 30, 2008 (after payment of the issue fee, on 
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September 22, 2008, for the '910 patent). The December 15, 2008 request for reconsideration 
amended the prior PTA calculation and petitions for 38 days of patent term adjustment to be 
added to the '910 patent term. 

Recently, certain factual considerations have come to the attention of the undersigned, 
and the undersigned wishes to bring those facts to the attention of the Office for consideration 
with the Request filed December 15, 2008. Certain periods of time that may account for 
reduction of period of adjustment of patent term (under 37 C.F.R. § 1.704(c)) were not accounted 
for in either the "Patent Term Adjustment History" in PAIR, or in the request filed December 15, 
2008. 

Specifically, 37 C.F.R. § 1.704(c)(10) states: 

(c) Circumstances that constitute a failure of the applicant to engage in 
reasonable efforts to conclude processing or examination of an application also 
include the following circumstances, which will result in the following reduction 
of the period of adjustment set for in § 1 .702 to the extent that the periods are not 
overlapping: 

(10) Submission of an amendment under § 1.312 or other paper after a 
notice of allowance has been given or mailed, in which case the period of 
adjustment set forth in § 1.703 shall be reduced by the lesser of: 

(i) The number of days, if any, beginning on the date the 
amendment under §1.312 or other paper was filed and ending on the mailing date 
of the Office action or notice in response to the amendment under § 1.312 or such 
other paper; or 

(ii) Four months 



The items listed below are as noted in the Patent Term Adjustment History tab on PAIR: 



Date 


Action 


Actual PTA delay 
charged 


December 31, 2007 


Notice of allowance 




January 2, 2008 


IDS Filed 




January 14, 2008 


Examiner Interview Summary Record (PTOL - 413) 




February 5, 2008 


Mail Examiner Interview Summary (PTOL - 413) 
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Actual PTA delay 
charged 


February 8, 2008 


Mail PUB Notice of non-compliant IDS 




March 31, 2008 


RCE/IDS Filed 




April 1, 2008 


IDS Filed 





Accordingly, applicants wish to inform the Office that its calculation of Patent Term 
Adjustment (as reflected in the PAIR system) may fail to include a period of delay under 37 
C.F.R. § 1.704(c)(10) in light of the above actions, as the filing of an IDS (January 2, 2008) took 
place after the mailing of a Notice of Allowance (December 3 1 , 2007). Consequently, the 
requested number of days of PTA (38) made in the request for PTA review may also be in error 
and would be reduced or eliminated in the event that the IDS filing does count as a period of 
delay under 37 C.F.R. § 1.704(c)(10) and depending on what would then constitute the mailing 
date of an Office action or notice in response to the IDS under 37 C.F.R. § 1.704(c)(10)(i). In 
deciding on the request, the Office will now be able to consider the facts of this supplemental paper. 

It is believed that no fee is due in connection with this filing; however, if a fee is due, the 
Commissioner is authorized to charge the deposit account 13-2490. 

Respectfully submitted, 

McDonnell Boehnen Hulbert & Berghoff LLP 

Date : April 23,2009 By : /Christopher P. Singer/ 
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